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STATEMENT OF THE CASE 

 Robert R. Cutlip, et al. (Appellants) seek our review under 35 U.S.C. 

§ 134 (2002) of the final rejection of claims 1-18.  We have jurisdiction 

under 35 U.S.C. § 6(b) (2002). 

 

SUMMARY OF DECISION 

 We AFFIRM and enter a New Ground of Rejection pursuant to 37 

C.F.R. § 41.50(b).1 

 

THE INVENTION 

 Claim 1, reproduced below, is illustrative of the subject matter on 

appeal. 

 1.  A computer implemented method, executing on a 
server computer, of creating a modified ontological model of a 
business process comprising: 

reading ontological data, by the server computer, from a 
data source corresponding to sub-process sets of the business 
process, each sub-process set comprising at least one service; 

generating a first ontological model, by the server 
computer, from the read ontological data;  

reading performance characteristics, by the server 
computer, for at least one service; 

                                           
1 Our decision will make reference to the Appellants’ Appeal Brief (“Br.,” 
filed Feb. 14, 2011) and the Examiner’s Answer (“Ans.,” mailed Apr. 27, 
2011). 
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reading real time or near real time knowledge 
information, by the server computer, regarding resources of a 
system for executing the business process; and 

generating a modified ontological model, by the server, 
from the read performance characteristics and the real time or 
near real time system resource knowledge information. 

 

THE REJECTIONS 

 The Examiner relies upon the following as evidence of 

unpatentability: 

Cheyer US 2003/0046201 A1 Mar. 6, 2003 
Honarvar US 2003/0154406 A1 Aug. 14, 2003 
Hillerbrand US 2004/0054690 A1 Mar. 18, 2004 
Sharpe US 2004/0107124 A1 Jun. 3, 2004 

The following rejections are before us for review: 

1. Claims 7-12 are rejected under 35 U.S.C. § 101 as directed to non-

statutory subject matter as being a computer program per se.2   

2. Claims 1-4, 7-10, and 13-16 are rejected under 35 U.S.C. § 103(a) as 

being unpatentable over Sharpe, Cheyer, and Honarvar.3 

                                           
2 The Examiner withdrew the rejection of claims 13-18 under 35 U.S.C. 
§ 101 in the Answer (Ans. 3).   
 
3 The Examiner presents the statement of the rejection as applying to claims 
1-18.  See Ans. 4.  However, it is clear, as Appellants acknowledge, that 
claims 5 and 6, which depend from claim 1, and substantially similar claims 
11, 12, 17, and 18, which depend from claims 7 and 13, respectively, are 
rejected under 35 U.S.C. § 103(a) as being unpatentable over Sharpe, 
Cheyer, Honarvar, and Hillerbrand (Id. at 12, 14).   
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3. Claims 5, 6, 11, 12, 17, and 18 are rejected under 35 U.S.C. § 103(a) 

as being unpatentable over Sharpe, Cheyer, Honarvar, and 

Hillerbrand. 

 

ISSUES 

The first issue is whether the Examiner has established a prima facie 

case in rejecting claim 7 as being directed to non-statutory subject matter 

under 35 U.S.C. § 101.  The rejection of claims 8-12 under § 101 also turns 

on this issue. 

The second issue is whether claims 1-4, 7-10, and 13-16 are 

unpatentable under 35 U.S.C. § 103(a) over Sharpe, Cheyer, and Honarvar.  

The issue of obviousness turns on whether the combination of references 

discloses the subject matter of claim 1. 

The third issue is whether claims 5, 6, 11, 12, 17, and 18 are 

unpatentable under 35 U.S.C. § 103(a) over Sharpe, Cheyer, Honarvar, and 

Hillerbrand.  The issue of obviousness turns on whether the combination of 

references discloses the subject matter of claims 5, 11, and 17.   

 

FINDINGS OF FACT 

We rely on the Examiner’s factual findings stated in the Answer. 

Additional findings of fact may appear in the Analysis below. 
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ANALYSIS 

The rejection of claims 7-12 under 35 U.S.C. § 101 as being directed to non-
statutory subject matter. 

According to the Examiner, independent “[c]laims 7-12 are drawn to a 

computer program per se.”  (Ans. 4) (emphasis omitted).   

The difficulty with the Examiner’s position is that it lacks any 

underlying claim construction analysis.  See State St. Bank & Trust Co. v. 

Signature Fin. Group, 149 F.3d 1368, 1370 (Fed. Cir. 1998) (whether a 

claim is invalid under § 101 “is a matter of both claim construction and 

statutory construction.”). 

Claim 7 is directed to a “system” comprising “a processor and a 

memory configured to provide computer program instructions to the 

processor,” and various “module[s].”  As the Examiner correctly points out, 

the five “module[s]” recited by claim 7 may be directed solely to software 

embodiments when given the broadest reasonable meaning of the term 

“module” in its ordinary usage as it would be understood by one of ordinary 

skill in the art, taking into account whatever enlightenment by way of 

definitions or otherwise that may be afforded by the written description 

contained in the Appellants’ Specification, and as such, reasonably broadly 

cover software per se.  See In re Morris, 127 F.3d 1048, 1054 (Fed. Cir. 

1997).   

Claim 7, however, also recites a processor and memory, which the 

Examiner fails to address.  “[C]laims are to be read in the light [of the 

specification], not in a vacuum.”  In re Dean, 291 F.2d 947, 951 (CCPA 

1961).  In that regard, the claimed processor and memory, very clearly refer 

to structural elements, which Appellants’ Specification discloses are used to 
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implement the functionality recited by the claimed modules.  See Spec., 

para. [0013]:  

[C]omputer program instructions may be provided to a 
processor of a general purpose computer, special purpose 
computer, or other programmable data processing apparatus to 
produce a machine, such that the instructions, which execute 
via the processor of the computer or other programmable data 
processing apparatus, create means for implementing the 
functions/acts specified in the flowchart and/or block diagram 
block or blocks.   

For the forgoing reasons, a prima face case of non-statutory subject 

matter for the subject matter of claims 7-12, as a whole, has not been 

established in the first instance.  The rejection is reversed. 

 

Obviousness 

The rejection of claims 1-4, 7-10, and 13-16 under 35 U.S.C. § 103(a) as 
being unpatentable over Sharpe, Cheyer, and Honarvar. 

Claims 1, 3, 7, 9, 13, and 15 

Appellants argue claims 1, 3, 7, 9, 13, and 15 as a group (Br. 13-16).  

We select claim 1 as the representative claim for this group, and the 

remaining claims 3, 7, 9, 13, and 15 stand or fall with claim 1.  37 C.F.R. 

§ 41.37(c)(1)(vii) (2011). 

Appellants first argue that while Sharpe discloses reading ontological 

data, Sharpe fails to disclose “that th[ese] ontological data [are] 

‘corresponding to sub-process sets of the business process, each sub-process 

set comprising at least one service,’ as recited in claim 1,” because Sharpe 

“analyze[s] the text of legislation and create[s] an ontological model of the 
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relationships and responsibilities of the entities identified in the text.”  Br. 14 

(emphasis omitted).   

The argument is unpersuasive because Sharpe describes addressing 

the complex interrelationships between various different legislative acts, as 

well as, interactions between various business processes and costing models.  

(para. [0014]).  In particular, Sharpe discloses that its “unified compliance 

model essentially creates a single semantic representation that can cross 

multiple compliance requirements as well as different business processes.”  

(para. [0018]).  While we acknowledge, as Appellants point out, that Sharpe 

reads ontological data from the text of legislation (Br. 14), Sharpe 

nevertheless discloses being able to define all the possible relationships as 

part of the model structure based on this data source.  (Para. [0021]).  Thus, 

the legislative texts in Sharpe provide relationship and constraint data to 

generate a model in a manner similar to the data provided by ontology store 

402 and template store 403, described in Appellants’ Specification at 

paragraph [0021], as providing the ontological data to generate the model.  

Accordingly, we agree with the Examiner that the ontological data provided 

by legislative texts in Sharpe correspond to “sub-process sets of the business 

process, each sub-process set comprising at least one service.”   

Appellants next argue that Cheyer fails to disclose “reading 

performance characteristics for at least one service; reading . . . knowledge 

information regarding resources of a system for executing the business 

process; generating a modified ontological model from the read performance 

characteristics and the . . . system resource knowledge information,” as 

recited by claim 1.  Br. 14-15 (emphasis omitted).  Appellants acknowledge 

that Cheyer discloses an otology builder module that can be used to create 
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and modify ontologies, but argue that Cheyer fails to disclose generating the 

modified model based on the previously read performance characteristics or 

system resource knowledge, as claim 1 requires.  Id. at 15.   

The argument is unpersuasive.  Cheyer describes an open services 

market platform which includes a layered architecture that accommodates 

integration between multiple marketplaces and/or business partners (para. 

[0007]).  In particular, Cheyer describes a Business logic layer 204 that 

provides multiple techniques for implementing the functionality behind the 

graphical user interfaces of the marketplace (paras. [0029] - [0030]) and 

Services layer 206 that in conjunction with ontology builder 302 “enables 

business logic layer 204 to access and/or integrate with component services 

defined by the marketplace or by external business partners.”  (para. [0031]).  

Thus, Cheyer discloses generating the modified model based on previously 

read performance characteristics and system resource knowledge.   

For the foregoing reasons, we are unpersuaded that the Examiner 

erred in finding that a combination of Sharpe, Cheyer, and Honarvar 

expressly describes the claimed subject matter. 

 

Claims 2, 4, 8, 10, 14, and 16 

As to the remaining claims 2, 4, 8, 10, 14, and 16, the arguments for 

these claims simply allege the added limitations are not found.  Br. 16-17.  

This is insufficient to act as a separate argument under 37 C.F.R. § 41.37.  

As our reviewing court held,  

we hold that the Board reasonably interpreted Rule 41.37 
to require more substantive arguments in an appeal brief 
than a mere recitation of the claim elements and a naked 
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assertion that the corresponding elements were not found 
in the prior art.   

In re Lovin, 652 F.3d 1349, 1357 (Fed. Cir. 2011). 

 

The rejection of claims 5, 6, 11, 12, 17, and 18 under 35 U.S.C. § 103(a) as 
being unpatentable over Sharpe, Cheyer, Honarvar, and Hillerbrand. 

Claims 5, 11, and 17 

Appellants argue that Hillerbrand fails to disclose that the 

“ontological data comprises one or more of an input, an output, a 

precondition, and post-condition for each sub-process set,” as recited by 

claims 5, 11, and 17.  Br. 17-18.  The argument is unpersuasive because 

Hillerbrand describes a wide range of ontological data, including one or 

more of an input, an output, a precondition, and post-condition for each sub-

process set.  In particular, Hillerbrand describes an ontology that represents 

an execution model corresponding to a set, sequence, and/or conditions of 

invoking computer resources to carry out a complex computing process.  

(para. [0020]).   

Accordingly, for the foregoing reason, we are not persuaded as to 

error in the rejection. 

 

Claims 6, 12, and 18 

As to the remaining claims 6, 12, and 18, the arguments for these 

claims simply allege the added limitations are not found.  Br. 18.  This is 

insufficient to act as a separate argument under 37 C.F.R. § 41.37.  See 

Lovin, 652 F.3d at 1357.   
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NEW GROUND 

Pursuant to 37 C.F.R. § 41.50(b), we enter a new ground of rejection.  

We reject claims 13-18 under 35 U.S.C. § 101 as being directed to non-

statutory subject matter.4   

Taking claim 13 as representative, claim 13 recites a “computer 

program product . . . comprising: a computer readable storage medium 

having computer usable program code embodied . . . .”  Giving this claim 

the broadest reasonable construction in light of the Specification, we find 

that claim 13 encompasses code being disposed on transitory propagating 

signals.  This construction is consistent with Appellants’ Specification, 

which does not distinguish between a “computer readable storage medium” 

and a “computer-readable medium,” and states that “computer-readable 

medium may be any medium that can contain, store, communicate, 

propagate, or transport the program for use by or in connection with the 

instruction execution system, apparatus, or device.”  (Spec., para. [0011]).   

Therefore, in light of the Specification and consistent with our 

precedential decision in Ex parte Mewherther, the claimed computer 

readable storage medium is reasonably broadly construed as covering a 

signal.  See Ex parte Mewherther (PTAB 2013) (precedential), 

(http://www.uspto.gov/ip/boards/bpai/decisions/prec/fd2012_007692_preced

ential.pdf).   

                                           
4 As pointed out in footnote 2 above, the Examiner withdrew the rejection of 
claims 13-18 under 35 U.S.C. § 101.  (See Ans. 3).   
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Because claims 13-18 encompasses subject matter that does not fit 

within any of the four statutory categories of subject matter, we reject claims 

13-18 under 35 U.S.C. § 101. 

 

CONCLUSIONS 

The rejection of claims 7-12 under 35 U.S.C. § 101 as being directed 

to non-statutory subject matter is reversed. 

The rejection of claims 1-4, 7-10, and 13-16 under 35 U.S.C. § 103(a) 

as being unpatentable over Sharpe, Cheyer, and Honarvar is affirmed. 

The rejection of claims 5, 6, 11, 12, 17, and 18 under 35 U.S.C. § 

103(a) as being unpatentable over Sharpe, Cheyer, Honarvar, and 

Hillerbrand is affirmed. 

Claims 13-18 are newly rejected under 35 U.S.C. § 101 as being 

directed to non-statutory subject matter. 

 

DECISION 

The decision of the Examiner to reject claims 1-18 is affirmed.  We 

enter a new ground of rejection on claims 13-18.   

 

NEW GROUND 

This decision contains a new ground of rejection pursuant to 37 

C.F.R. § 41.50(b).  37 C.F.R. § 41.50(b) provides “[a] new ground of 

rejection pursuant to this paragraph shall not be considered final for judicial 

review.”   

37 C.F.R. § 41.50(b) also provides that the Appellants, WITHIN 

TWO MONTHS FROM THE DATE OF THE DECISION, must exercise 
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one of the following two options with respect to the new ground of rejection 

to avoid termination of the appeal as to the rejected claims:  

(1)  Reopen prosecution.  Submit an appropriate amendment of 
the claims so rejected or new evidence relating to the claims so 
rejected, or both, and have the matter reconsidered by the 
examiner, in which event the proceeding will be remanded to 
the examiner . . . .  

(2)  Request rehearing.  Request that the proceeding be reheard 
under § 41.52 by the Board upon the same record . . . .  

No time period for taking any subsequent action in connection with 

this appeal may be extended under 37 C.F.R. § 1.136(a).  See 37 C.F.R. 

§ 1.136(a)(1)(iv) (2011). 

 

AFFIRMED; 37 C.F.R. § 41.50(b) 

 

 

 

hh 

 

 


